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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments, filed August 29, 2006, with respect to the rejection(s) of claim(s) 
1-24 and 30-32 under 35 USC 102 and 35 USC 103 have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. However, upon further consideration, 
a new ground(s) of rejection is made in view of Yamashita (6459272). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

3. Claims 1-3, 8-1 1 and 14-19 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yamashita (6459272). 

Regarding claim 1, Yamashita discloses [see Figs. 1 and 4] a circuit board inspection 
device for inspecting operation of a circuit board (circuit board 1) having a predetermined part or 
wire (wiring 21) formed therein, comprising: a supporting substrate (core 41) disposed 
substantially in parallel with a parts mounting surface (wiring pattern 2) of the circuit board (1), 
the supporting substrate (41) being near the circuit board (1) at least when in use; and a signal 
change detection unit (coil 42) disposed in a position of the supporting substrate (41) directly 
opposite to the part (2) or wire (21) of the circuit board (1), with the supporting substrate (41) 
being disposed substantially in parallel with the circuit board (1). 



Application/Control Number: 10/721,461 Page 3 

Art Unit: 2829 

Regarding claim 2, Yamashita discloses the signal change detection unit (42) includes a 
coil for generating an induction voltage in accordance with a magnetic field generated from a 
current flowing through the part (2) [via AC current generation circuit 5 see also col. 6, lines 1- 
29]. 

Regarding claim 3, Yamashita discloses the signal change detection unit (42) includes an 
impedance component for generating electrical potential information in accordance with a 
change of a signal flowing through the wire (21) [via AC current generation circuit 5 see also 
col. 6, lines 1-29]. 

Regarding claim 8, Yamashita discloses the coil (42) is wound around the supporting 
substrate (41) correspondingly to an outer circumference of the circuit board (1). 

Regarding claim 9, Yamashita discloses the coil (42) is woxmd around the supporting 
substrate (41) correspondingly to an outer circumference of the part (2). 

Regarding claim 10, Yamashita discloses the coil (42) is wound around the supporting 
substrate (41) correspondingly to a position of a terminal (common wiring 3) of the part (2). 

Regarding claim 11, Yamashita discloses the coil (42) is wound around the supporting 
substrate (41) correspondingly to a position of an input/output connector (ball grids 22) of the 
circuit board (1). 

Regarding claims 14-16, Yamashita discloses the impedance component (42) is made of 
a capacitive component, an inductive component or resistive component. 

Regarding claim 17, Yamashita discloses the impedance component (42) is disposed on 
the supporting substrate (41) so as to substantially cross a direction of the wire (21) of the circuit 
board (1) at right angles. 
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Regarding claim 18, Yamashita discloses the signal change detection unit (42) is 
disposed astride a plurality of layers of the support substrate (41). 

Regarding claim 19, Yamashita discloses the coil (42) is formed with an equal number of 
turns for each of a plurality of layers of the supporting substrate (41). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claims 7, 12-13 and 21-24 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yamashita (6459272). 

Regarding claim 7, Yamashita discloses the supporting substrate (41) disposed 
substantially in parallel with the circuit board (1). However, he does not disclosed the substrate is 
provided to be assemblable into a box. It is well known to make the substrate to be assemblable 
into a box where needed (see MPEP 2144.04 In re Seid, 161 F.2d 229, 73 USPQ 431 (CCPA 



Application/Control Number: 10/721,461 Page 5 

Art Unit: 2829 

1947)). It would have been obvious to a person having ordinary skill in the art at the time the 
invention was made to have a box to assemble for a substrate since the court found that matters 
relating to ornamentation only which have no mechanical function cannot be relied upon to 
patentably distinguish the claimed invention from the prior art. 

Regarding claim 12, Yamashita discloses the circuit board (1), and the coil (42) is wound 
around the supporting substrate (41) correspondingly to the circuit board (1). However, he does 
not disclose more than one circuit board as claimed. It is well known in the art to have more tan 
one circuit board where needed (see MPEP 2144.04; In re Harza, 274 F.2d 669, 124 USPQ 378 
(CCPA I960)). It would have been obvious to a person having ordinary skill in the art at the time 
the invention was made to have more than one circuit board since the court held that mere 
duplication of parts has no patentable significance unless a new and unexpected result is 
produced. 

Regarding claim 13, Yamashita discloses the coil (42) is wound around the supporting 
substrate (41) correspondingly to an outer circumference of a circuit board (1) group. However, 
he does not disclose more than one circuit board as claimed. It is well known in the art to have 
more tan one circuit board where needed (see MPEP 2144.04; In re Harza, 274 F.2d 669, 124 
USPQ 378 (CCPA I960)). It would have been obvious to a person having ordinary skill in the art 
at the time the invention was made to have more than one circuit board since the court held that 
mere duplication of parts has no patentable significance unless a new and unexpected result is 
produced. 

Regarding claim 21, Yamashita discloses the signal change detection unit (42) is 
provided, and one-side terminals of the signal change detection unit (42) are connected in 
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common (via front end surface 411). However, he does not disclose more than one signal change 
detection unit as claimed. It is well known in the art to have more tan one circuit board where 
needed (see MPEP 2144.04; In re Harza, 274 F.2d 669, 124 USPQ 378 (CCPA I960)). It would 
have been obvious to a person having ordinary skill in the art at the time the invention was made 
to have more than one detection unit since the court held that mere duplication of parts has no 
patentable significance unless a new and unexpected result is produced. 

Regarding claim 22, Yamashita discloses a common terminal (common wiring 3) in 
which the one-side terminal (41 1) of the signal change detection unit (42) is connected in 
common is grounded outside the supporting substrate (41). 

Regarding claim 23, Yamashita discloses the one-side terminal (41 1) of the signal change 
detection unit (41) is connected in common in an end portion of the supporting substrate (41). 

Regarding claim 24, Yamashita discloses the signal change detection unit (42) is 
provided, and terminals of the signal change detection unit (42) is led into the supporting 
substrate (41) closely to one another and substantially in parallel with one another. However, he 
does not disclose more than one signal change detection unit as claimed. It is well known in the 
art to have more tan one circuit board where needed (see MPEP 2144.04; In re Harza, 274 F.2d 
669, 124 USPQ 378 (CCPA I960)). It would have been obvious to a person having ordinary skill 
in the art at the time the invention was made to have more than one detection unit since the court 
held that mere duplication of parts has no patentable significance unless a new and unexpected 
resuh is produced. 
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Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See PTO-892 for details. 

8. Claims 4-6, 20 and 30-32 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

9. The following is a statement of reasons for the indication of allowable subject matter: 
regarding claims 4-6, the primary reason for the allowance of the claims is due to the supporting 
substrate is a thin flexible substrate, having the same dimensions as the circuit board and having 
a hole for avoiding the support substrate to come into contact with the circuit board. 

Regarding claim 20, the primary reason for the allowance of the claim is due to the 
capacitive component is made of electrodes provided in two of a plurality of layers of the 
supporting substrate. 

Regarding claim 30, the primary reason for the allowance of the claim is due to the 
inspection device having a signal check portion for comparing a signal detected by the signal 
change detection unit and a diagnosis portion for performing diagnosis as to whether the portion 
to be inspected operates normally or not. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jermele M. Hollington whose telephone number is (571) 272- 
1960. The examiner can normally be reached on M-F (9:00-4:00 EST) First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Ha Nguyen can be reached on (571) 272-1678. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for impublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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